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REMARKS 

The newly added claims are fully supported by the application and the originally filed 
claims. No new matter was added. 

In an Office Action ("OA") dated October 20, 2006 the Examiner had presented the 
Applicant with an Examiner's amendment to the claims. Subsequently, the Examiner has 
apparently withdrawn the proposed amendments and issued the present OA. The newly 
presented claims incorporate an amendment proposed by the Examiner, namely the base claim 
now includes the expression "to obtain extracted material." 

The Restriction Requirement 

The claims of this patent application have previously been subject of a restriction 
requirement and the applicant had chosen Group III claims for prosecution. Now the Examiner 
requests that a species be elected from among three plants, Mammea Americana, Marchantaceae 
polymorpha, and Callistemon citrinus. 

The Applicant respectfiiUy traverses. The additional election request is improper for at 
least the following reasons. 

First, there is unity of invention among the pending claims. Under PCT Rule 13, the 
requirement of unity of invention is met when there is a technical relationship among the 
inventions. Rule 13.2. Here plant material is extracted fi-om the three plants recited in the claims 
by the same set of extraction, chromatography, and elution steps. 

The Examiner argues that one would expect the different plants recited in the claims to 
contain different compounds. That is not relevant to the unity of invention standard, however, 
because the base claim recites neither expectations nor extracted compounds but rather a set of 
steps used to extract an antimicrobial compound fi*om the claimed plants. See also Rule 13.4, 
which specifically states that if the independent claims display unity of invention, it does not 
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matter that dependent claims might have features that "could be considered in themselves an 
invention." 

Second, it is respectfully submitted that the PCT rules do not provide for election of 
species as a requirement that may be imposed by the Examiner. Indeed, none of the rules in U.S. 
prosecution practice in relation to election of species cited by the Examiner in the OA, relate to 
the PCT's "unity of invention" standard or have counterparts in the PCT rules. To the contrary, 
37 CFR § 1.141(a) instructs against a requirement for election of species in a national 
application. 

The OA requires Applicant to elect a species for prosecution despite traversal of the 
requirement. Accordingly, Applicant elects for prosecution Mammea Americana, with traverse 
for the reasons stated above. Claims 32, 33, 36-44, and 47-49 relate to Mammea Americana. 

Applicant looks forward to prosecution on the merits. Should Examiner Leith feel, at any 
time during prosecution of this application, that a telephone conversation with Applicant's 
representatives would be useful to clarify or expedite matters, she is invited to call the 
undersigned. ^ r\ 



Fried Frank Harris Shriver & Jacobson LLP 
1001 Pennsylvania Avenue, N.W., Suite 800 
Washington, D.C. 20004-2505 
202-639-7000 
202-639-7003 (fax) 
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1450, Alexandria, VA 22313-1450. 
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